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RESPONSE TO REQUIREMENT FOR RESTRICTION 

PROVISIONAL ELECTION WITH TRAVERSE AND 
REQUEST FOR RECONSIDERATION OF RESTRICTION REQUIREMENT 



Sir: 



In response to the Office Action mailed January 29, 2002, Applicants respectfully 
requests that the following election be entered and the following remarks considered. 
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REQUIREMENT FOR RESTRICTION 

In the Office Action mailed January 29, 2002, the Examiner indicated (at page 2) 
that the Applicant is required to elect a single species for prosecution from the following 
disclosed species: 

FIG. 5 SPECIES I 
FIG. 6 SPECIES II 
FIG. 7 SPECIES III 

PROVISIONAL ELECTION WITH TRAVERSE 

Applicant submits that the following claims correspond to each of the above- 
described species, respectively. 

SPECIES I - Independent claim 1 and dependent claims 2, 3, and 5-7; independent 
claim 9 and dependent claims 10-14, 16-18, and 20; independent claim 21 and dependent 
claims 22-26, 28-30, and 32; independent claim 33 and dependent claims 34-35; as well 
as independent claim 36 and dependent claims 37-39. 

SPECIES II - Dependent claims 8, 19, and 31. 

SPECIES III - Dependent claims 4, 15, and 27. 

It should be noted, however, that each of independent claims 1, 9, 21, 33, and 36 
read upon each of FIGS. 5 through 7, respectively. Thus, in contrast to the Examiner's 
assertion that "no claims are generic" ( Office Action , at page 2), Applicant respectfully 
submits that each of independent claims 1, 9, 21, 33, and 36 is generic as to FIGS. 5 
through 7, respectively. 

Applicants provisionally elect, with traverse , to prosecute the claims of SPECIES I, 
which species corresponds to claims 1-3, 5-7, 9-14, 16-18, 20-26, 28-30, 32-39, as noted 
above. 

According to MP.E.P. § 809.04, where the "requirement of restriction in an 
application is predicated upon the nonallowability of generic or other type of linking 
claims, applicant is entitled to retain in the case claims to the nonelected invention or 
inventions." Although the reasons upon which the Examiner predicates the restriction 
requirement are unclear - as discussed in more detail below - the Applicant requests that 
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claims directed to the non-elected inventions - i.e., claims 8, 19, 31 (SPECIES II, FIG. 6) 
and claims 4, 15, and 27 (SPECIES III, FIG. 7) - be retained in the application, pursuant 
to M.P.E.P. § 809.04, if applicable. 

REQUEST FOR RECONSIDERATION OF RESTRICTION REQUIREMENT 

As set forth above, Applicant provisionally elects to prosecute the claims of 
SPECIES I. However, applicant traverses the requirement for restriction and, pursuant to 
37 C.F.R. § 1.143 and M.P.E.P. § 818.03, Applicant requests reconsideration of this 
restriction requirement for the reasons set forth below. 

Examiner Has Failed to Satisfy the Criteria for Restriction 

As set forth in M.P.E.P. § 803: 

There are two criteria for a proper requirement for restriction 
between patentably distinct inventions: 

(A) The inventions must be independent ... or distinct as 
claimed . . .; and 

(B) There must be a serious burden on the examiner if 
restriction is required, (emphasis added) 

Section 803 goes on to state that "a serious burden on the examiner may be prima 
facie shown if the examiner shows by appropriate explanation of separate classification, 
or separate status in the art, or a different field of search as defined in MPEP § 808.02." 
The Applicant respectfully asserts that this case does not present a "serious burden" to the 
Examiner, and the Examiner has provided no evidence (e.g., separate classification, 
separate status in the art, different field of search) to the contrary. Because the claimed 
invention does not place a serious burden upon the Examiner, the requirement for 
restriction is improper. 
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Examiner Has Failed to Clearly State Why Restriction is Required 

As set forth in M.P.E.P. § 814, the "particular limitations in the claims and the 
reasons why such limitations are considered to restrict the claims to a particular disclosed 
species should be mentioned if necessary to make the requirement clear." Section 814 
further states that it is "necessary to read all of the claims in order to determine what the 
claims cover. When doing this, the claims directed to each separate subject should be 
noted along with a statement of the subject matter to which they are drawn." More 
importantly, as required by M.P.E.P. § 816, the "particular reasons relied on by the 
examiner for holding that the inventions as claimed are either independent or distinct 
should be concisely stated. A mere statement of conclusion is inadequate. The 
reasons upon which the conclusion is based should be given." 

Also, referring to M.P.E.P. § 808, it is stated that: 

Every requirement to restrict has two aspects: (A) the reasons 
(as distinguished from the mere statement of conclusion) why 

the inventions as claimed are either independent or distinct; and 
(B) the reasons for insisting upon restriction therebetween ..." 
(emphasis added). 

In the Office Action, at page 2, the Examiner merely concludes that each of FIGS. 
5, 6, and 7 includes a "patentably distinct species." The Examiner does not set forth any 
particular reasons relied upon for the restriction requirement and, further, does not point 
out particular claim limitations and reasons why such limitations are considered to restrict 
the claims. In sum, because the Examiner has failed to comply with each of §§ 808, 814, 
and 816, it is unclear to the Applicant why a requirement for restriction is being made. 
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CONCLUSION 

Any questions regarding this provisional election and request for reconsideration 
may be directed to the Applicant's undersigned attorney. 

Respectfully submitted, 

BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN, L.L.P. 



Date: February 28, 2002 




Kerry D. Tweet 
Registration No. 45,959 



12400 Wilshire Blvd. 
Seventh Floor 
Los Angeles, CA 90025 
(503) 684-6200 
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